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- The MAILING DA I tot th,s communication appear s on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

. If NO period for reply is specified above the ™~ statu ^^^^JS^ beoome ABANDONED (35 U.S.C. § 133). 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1)13 Responsive to communications) filed on ?? December 2003. 
2a\\~~\ This action is FINAL 2b)l3 This action is non-final. 

3 D Since this application is in condition for allowance except for formal matters, prosecution as to the ments is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ES Claim(s) hM is/are pending in the application. 

4a) Of the above claim(s) 1-4 and 6-33 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 5 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) Is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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Claims 1-33 are pending in this application which should be reviewed for errors. In 
response to the restriction requirement, applicants elected with traverse the invention of 
Group V, claim 5. Claims 1 -4 and 6-33 are withdrawn from consideration as being 
drawn to non-elected inventions. Applicants are requested to send the Cleary et al., 
Kaye et al., and McGrath et al. references cited on their form 1449. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 1 02(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claim 5 is rejected under 35 U.S.C. 102(e) as being anticipated by Behr et al., 
US 5,61 6,745. Behr et al. disclose 5-carboxyspermylglycinedioctadecylamide. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behr et 
al., US 5,616,745. Behr et al. disclose lipopolyamines of formula I to be useful as 
vectors for the transfection of eukaryotic cells (s. Cols. 1 and 2). N may be 1 to 5, m 
may be 2-6 and R may be hydrogen or a radical of formula II (s. Col. 1 , line 25). R1 and 
R2 may be identical or different saturated or unsaturated aliphatic radicals. The 
anticipating compound noted above is disclosed in example 1 . The teaching of Behr et 
al. differs from the instant invention in that, although Behr et al. discloses compounds of 
formula I overlapping applicants', not all of the compounds are actually exemplified. It 
would have been prima facie obvious at the time the invention was made to one of 
ordinary skill in the art to start with the teaching of Behr et al., to make additional 
generically disclosed compounds especially in view of the anticipating compound 
actually made and to expect to produce further compounds useful as transfection 
vectors. 

No claim is allowed. 
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Any inquiry concerning this communication should be directed to Peter G 
O'Sullivan at telephone number (571 )272-0642. 




